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•• The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 20 July 2006 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1^5 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) EJ Claim(s) 1^5 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
aM AH b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Kl Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date oVl Zf 0(? 6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 
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Part of Paper No./Mail Date 20060906 
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This Office action is in response to Applicants' remarks received July 20, 2006. 
Claims 1-5 are pending and currently under examination. 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Priority: The benefit date is October 15, 2002, for the purpose of prior art. 

Withdrawal of Objections and Rejections 

The objection to the disclosure because of minor informalities is withdrawn. 
The objection to claims 1-2 because of minor informalities is withdrawn. 
The rejection of claim 1 under 35 U.S.C, first paragraph, is withdrawn. 

Objection and Rejections 

The disclosure is objected to because of the following informalities: on page 1 , 
the priority data needs to be updated. 
Appropriate correction is required. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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The instant claims are generally narrative and indefinite, failing to conform with 
current U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. 

For example, claim 1 recites the terms "cleaning selection." It is unclear what is 
meant by cleaning selection or what it is. The claim also recites "removing from the 
skin, scales, skills." It is unclear what "skills" are. Furthermore, claims 1-2 contain 
grammatical errors throughout the claims that render them indefinite and confusing. 

Claim 3 also recites the terms "cleaning selection." It is unclear what is meant 
by cleaning selection or what it is. Further, the claim recites "removing scales, skills, 
and meat tissue from the skins." It is unclear what "skills" are. Also, claims 3-4 contain 
grammatical errors throughout the claims that render them indefinite and confusing. 

Claim 5 contains improper Markush language. The phrase, "wherein the natural 
materials are a selected from a member of the group consisting of should be corrected 
to "wherein the natural materials are selected from the group consisting of." 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Biovaleur (FR 2806415; IDS) in view of Shimizu et al. (FR 2783836; IDS) and 
Macdonald et al. (US 20030004315; IDS). Biovaleur teaches a process for the 
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preparation of a collagen composition obtained from fish skin comprising the 
mechanical process of washing the skins, followed by extraction with acid solution, and 
filtration (p. 1 ). The washed and/or cleaned fish skins are submerged and/or placed in ■ 
contact with an acid solution for a sufficient period of time, preferably 24-72 hours (p. 2). 
The fish skin/acid solution is the subjected to a filtering step under pressure in order to 
collect the filtrate. Biovaleur does not teach the purpose of the filtering step. 

Shimizu et al. also disclose a manufacturing method for fish collagen. Shimizu et 
al. teach that filtering a fraction of extracted collagen will eliminate residual substances 
including odorous greases, oils, and other substances (p. 2). Shimizu et al. do not 
teach using lactic acid to submerge the fish skins. 

Macdonald et al. disclose methods for extracting collagen products from the skin 
of cold water fish. Macdonald et al. teach that lactic acid is an antimicrobial organic 
acid. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Biovaleur by substituting the lactic acid 
of Macdonald et al. for the acid solution used in Biovaleur, as well as to perform multiple 
flitering steps using filters of increasing density to the collagen/acid solution. The 
motivation to use the lactic acid is given by Macdonald et al., which teaches that lactic 
acid is an antimicrobial organic acid that will contribute to the purity of the extracted 
collagen product, and the motivation to perform multiple filtering steps using increasing 
density filters is given by Shimizu et al., which teaches filtration eliminates residual 
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substances including odorous greases and oils, therefore allowing for a more pure 
collagen product (claims 1-3). 



A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert ) 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Applicant is advised that should claims 1-2 be found allowable, claims 3-5 will be 

objected to under 37 CFR 1.75 as being a substantial duplicate thereof. When two 

claims in an application are duplicates or else are so close in content that they both 

cover the same thing, despite a slight difference in wording, it is proper after allowing 

one claim to object to the other as being a substantial duplicate of the allowed claim. 

See MPEP § 706.03(k). 



No claim is allowed. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marsha M. Tsay whose telephone number is 571-272- 
2938. The examiner can normally be reached on M-F, 9:00am-5:00pm. 



s 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Jon Weber can be reached on 571-272-0925. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) 
or 571-272-1000. 

September 12, 2006 




